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Intellectual property - Unfair competition - Section 142 o j the Code o f 
Intellectual Property Act, No. 52 o f  1979 - Order o f  the Registrar o f Patents 
and  Trade M arks in respect o f  an  applicat ion to register a trade mark - 
Procedurefor appeal against the Order - Section 182 o f the Act- Relevance 
o f  the fo rm  and  actual u se  o f  a  m ark  on the question o f  unfair competition.

The plaintiff-appellant (the appellant) w as the owner of the trade mark 
TOPAZ in respect of in ter alia safety razors and  safety razor blades in 
several coun tries including India and  Sri Lanka. The Is' defendant- 
responden t (the 1st respondent) applied to the Registrar of Patents and 
Trade M arks, the 2 nd defendan t-responden t (the 2"d respondent) to 
register trade  m arks “2PAS", “2-PAZ" and ”FOBAS”in respect of inter alia 
safety razors and  safety razor b lades. The appellan t objected to 
the applications alleging th a t the proposed trade m arks had a close 
resem blance to the appe llan t’s trade  m ark  TOPAZ and  was intended to 
m islead the public as to the source of its goods. After inquiry, the 2nd 
responden t d ism issed the  trade  m ark  applications in respect of “2-PAS" 
an d  “2-PAZ”, b u t allowed th e  p ropounded  m ark  “FOBAS” to be 
registered.

The appellan t appealed to the D istrict C ourt in term s of section 182 of 
the Code of Intellectual Property Act (IP Act). The appeal was lodged 
by way of filing a  p la in t like a  regular action in he D istrict Court. 
T hat appeal w as transferred  to the High C ourt of Colombo, in terms 
of section 10 of the High C ourt of the Provinces (Special Provisions) 
Act. No. 10 of 1996.
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Held :

(1) The appeal which w as lodged by way of filing a  regu lar action w as 
not technically flawed in view of the decision in G.T.C. Directories 
Lanka (Pvt.) Ltd. v. M ukthar Marrikar and  Another1".

(2) The docum entary  evidence before the C ourt show ed th a t  the get up , 
colour schem e of labels or hanging cards, adopted  by the  l sl 
respondent were deceptively sim ilar to those of the app e llan t u n d e r 
the m ark “TOPAZ". Such  evidence w as relevant to a  decision a s  to 
w hether there were ac ts  on the p a rt of the Is1 resp o n d en t am oun ting  
to unfair com petition w ithin the m eaning of section 142(2) of the 
IP Act.

Per D heeraratne, J .

"In order to determ ine the existence of unfair com petition, it would 
not be adequate  to consider only the form in w hich the  p ropounded  
m ark is applied for, b u t a consideration of the ac tual u se  of th a t m ark  
becom es necessa iy  in given circum stances: the  form in w hich a 
propounded m ark is applied for, by itself, m ay look quite innocuous"

Case referred to  :

1. G.T.E. Directories Lanka (Pvt.) Ltd. v. M ukthar Marrikar a n d  Another  
(1998) 3 Sri LR 180.
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J u ly  31, 2000 .
DHEERARATNE, J.

The p lain tiff - a p p e lla n t (the appe llan t) is th e  ow ner of th e  
tra d e  m ark  TOPAZ, in  re sp e c t of in te r  a lia  sa fe ty  raz o rs  a n d  
safe ty  razo r b lades, in  several c o u n tr ie s , in c lu d in g  Ind ia  a n d  
S ri L anka. T he a p p e llan t h a s  b een  expo rting  safe ty  ra z o rs  a n d  
safe ty  b lad es  from  Ind ia  u n d e r  th e  tra d e  m a rk  TOPAZ a n d  h a s  
b e e n  ad v ertis in g  th o se  item s for sa le  in th e  severa l c o u n tr ie s
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w here  th e  tra d e  m a rk  h a s  b e e n  reg istered . In  Sri Lanka, the  
a p p e llan t is th e  reg is te red  ow ner of th e  trad e  m ark  No. 61181 
w ith  th e  w ord TOPAZ, w ith  a  d iam ond  ou tline  a n d  w ith an  
overlapp ing  d iam o n d  in  c la ss  8, in  respec t of safety  razors 
a n d  safety  b lades, w ith  effect from  2 9 th April 1991. Prior to the 
reg is tra tio n  of th is  tra d e  m ark , th e  ap p e llan t w as a lso  the 
reg is te red  ow ner of th e  sam e  tra d e  m ark  reg istered  u n d e r 
No. 37856 , w ith  effect from  1st F eb ru ary  1977. D ue to an  
oversigh t in  th e  p a y m e n t o f th e  renew al fees, th a t  reg istra tion  
lap sed  on  1st F e b ru a ry  1987 a n d  th e  sa id  tra d e  m ark  w as 
rem oved from  th e  reg is te r  of m a rk s  on  14th Novem ber 1994. 
Before th e  rem oval of th e  a p p e lla n t 's  trad e  m ark  No. 37856, 
a b o u t J u ly  or A ugust 1990, th e  first d e fen d an t - re sp o n d en t 
(the 1st resp o n d en t) m ad e  ap p lica tio n s  to  th e  R eg istrar of 
P a te n ts  a n d  T rade  M arks (the 2 nd responden t) to  reg iste r trade  
m a rk s  Nos. 59 4 8 2  ‘2 - PAS, 5 9 4 8 4  ‘2 - PAZ’ an d  59 6 9 0  'FOBAS' 
in  c la ss  8, in  resp e c t of in te r  a lia  safety  razo rs  a n d  safety  
b lad es . T he ap p e llan t, alleg ing  th a t  th ese  ap p lica tio n s  were 
m ad e  by  th e  1st re sp o n d e n t, w ith  th e  avowed object of b ringing  
its  tra d e  m a rk  in to  close re sem b lan ce  w ith  th e  ap p e llan t’s 
tra d e  m a rk  TOPAZ, to  m islead  th e  pub lic  a s  to th e  sou rce  of 
its  goods, filed n o tices  of opposition  an d  objected  to the  
reg is tra tio n  of 1st re sp o n d e n t’s afo resaid  tra d e  m ark s. The 
2 nd re sp o n d e n t, a fte r  in q u iry , d ism isse d  th e  tra d e  m ark  
ap p lica ito n s  No. 5 9 4 8 2  a n d  5 9 4 8 4  of th e  1st resp o n d en t, in 
re sp e c t of ‘2 - PAS’ a n d  ‘2 - PAZ’ respectively, on  th e  g round  
th a t  th ey  resem b led  phonetica lly , th e  a p p e lla n t’s trad e  m ark  
TOPAZ’. However, by h is  o rd e r d a ted  3 rd O ctober 1994, the 
2 nd re sp o n d e n t d ism isse d  th e  no tice  of opposition  of the 
a p p e lla n t  a n d  allow ed th e  p ro p o u n d e d  m a rk  of th e  I s' 
r e sp o n d e n t’s ap p lica tio n  No. 5 9 6 9 0  ‘FOBAS’, to be registered.

B eing  aggrieved  by  th e  sa id  o rd er in  re sp e c t of l sl 
re sp o n d e n t’s a p p lica tio n  No. 596 9 0 , the  ap p e llan t preferred  
a n  ap p e a l to th e  D is tr ic t C o u rt in  te rm s  of sec tion  182 of the 
Code of In te llec tu a l P roperty  Act No. 52 of 1979 (IP Act).
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T he ap p e a l w as  lodged by w ay of filing a  p la in t, like in  a 
reg u la r  ac tio n  in  the  D istric t C ourt. T h a t a p p e a l w h ich  w as  
p en d in g  before the  D istric t C o u rt w a s  la te r  tra n s fe rre d  to  th e  
High C ourt, Colom bo, in  te rm s  o f sec tio n  10 o f th e  High C o u rt 
of Provinces (Special Provisions) A ct No. 10 of 1996. T he High 
C o u rt by its  ju d g m e n t d a te d  9 th J a n u a r y  1997, d ism issed  th e  
ap p ea l o f th e  a p p e llan t a n d  th e  p re s e n t ap p e a l to  th is  C o u rt is 
the  sequel. T he H igh C o u rt d ism isse d  th e  ap p e a l on  two 
g ro u n d s . The firs t g ro u n d  w as th a t  th e  ap p e a l w as  techn ica lly  
flawed, in a sm u c h  a s  a n  ap p e a l in  te rm s  o f sec tio n  182 of th e  
IP Act, c a n n o t be lodged by  w ay of filing a  reg u la r  p la in t in  th e  
D istric t C ourt. I n eed  h a rd ly  la b o u r  on  th is  a sp e c t of th e  
m a tte r , a s  th a t  h a s  b e e n  a lread y  carefu lly  c o n s id e red  a n d  
specifically  d e te rm in ed  by  th is  C o u rt in  th e  ca se  of G. T. E. 
Directories Lanka (Pvt) Ltd. v. M ukthar M arrikar a n d  another1’1. 
I hold th a t  th e  ap p ea l to th e  D is tr ic t C o u rt w as, therefo re , n o t 
techn ica lly  flawed.

The second  g ro u n d  for d ism issa l of th e  ap p e a l w as  th a t  on  
m erits , th e  1st re sp o n d e n t 's  p ro p o u n d ed  m a rk  w as en titled  to 
be reg iste red . T he a p p e lla n t m ain ly  relied  on  sec tio n  100( 1) (e) 
read  w ith  sec tion  142 of th e  IP Act, in  ob jec ting  to  th e  
p ro p o u n d ed  m ark . In  te rm s  of th o se  sec tio n s, a  m a rk  sh a ll n o t 
be reg iste red , w h ich  in fringes o th e r  th ird  p a rty  r ig h ts  o r is 
c o n tra ry  to  th e  p rov isions of C h a p te r  XXIX re la tin g  to th e  
p rev en tio n  of u n fa ir  com petition . S u b se c tio n  142(1) w h ich  
com es u n d e r  th a t  specific C h a p te r  s ta te s , th a t  an y  a c t of 
c o m p e titio n  c o n tra ry  to  h o n e s t  p ra c t ic e s  in  in d u s tr ia l  
o r com m ercial m a tte rs  sh a ll c o n s ti tu te  a n  a c t of u n fa ir  
com petition . S u b se c tio n  142(2) gives a n  inclusive  d efin ition  of 
‘a c ts  of u n fa ir  co m p etitio n ’, by  specifying c e rta in  a c ts  w h ich  
sh a ll be  inc luded  w ith in  th e  m ea n in g  of th a t  term . O u r 
a tte n tio n  w as d raw n  by lea rn ed  P re s id e n t’s C ounse l for th e  
ap p e llan t, in  p a rticu la r, to  su b se c tio n  142(2) (a) w h ich  read s:- 
’all a c ts  of s u c h  a  n a tu re  a s  to c re a te  c o n fu s io n  by an y  m ea n s  
w h a tso ev e r w ith  th e  e s ta b lish m e n t, th e  goods, serv ices or th e  
in d u s tr ia l  or com m ercial ac tiv ities of th e 'co m p etito r.
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In  th e  co n sid e ra tio n  of th e  ap p lica tio n  of th e  relevan t law 
to th e  fac ts  of th is  case , it is m ate ria l to  ta k e  in to  acco u n t, the 
fact th a t  th e  1st re sp o n d e n t's  u n su c c e ss fu l a tte m p ts  to obtain  
reg is tra tio n  of th e  two tra d e  m ark s  ' 2 - P A S '  a n d  '2 - P A  Z\ 
W ere th o se  too, a tte m p ts  m ade  by th e  l sl resp o n d e n t, to create  
co n fu sio n  w ith  th e  goods of th e  a p p e lla n t w ith  the  m ark  
“TOPAZ”? T he p h o n e tica l resem b lan ce  of th e  1st resp o n d en t's  
m a rk s  w ith  th a t  of th e  ap p e llan t, cou ld  n o t certain ly  be 
acciden ta l. It is a lso  m ate ria l to  observe th a t  no  a p p ea ls  were 
lodged a g a in s t th e  o rd ers  of re fu sa l for reg is tra tio n  m ade  by 
th e  R eg istrar.

W ith  th e  no tice  of opposition  to th e  reg is tra tio n  of the  1st 
re sp o n d e n t’s m a rk  ‘FOBAS’, a n  affidavit w a s  filed tendering  
c e rta in  re lev an t d o c u m e n ts  for th e  co n s id e ra tio n  of the 
R eg istrar. T h ese  d o cu m e n ts , it w as co n ten d ed  on b eh a lf  of the  
ap p e llan t, revealed  th a t  th e  get u p , co lour sch em e of labels or 
h a n g in g  c a rd s , ad o p ted  by the  1st re sp o n d e n t w ere deceptively 
s im ila r to  th o se  of th e  ap p e llan t u n d e r  th e  m ark  TOPAZ'. 
P rincipally , following sim ila rities  w ere h igh  lighted betw een 
e a ch  se t of labe ls  u se d  for the  m a rk s  FOBAS’ an d  TOPAZ’, 
nam ely; th e  top  of le tte r ‘F ’ w as sty led  to im ita te  the  le tte r T ;  
th e  sh a p e , size a n d  co lou r of le tte rs  in  each  se t w ere identical; 
th e  profile of a  w om an  p ic tu red  in  e a ch  se t w as qu ite  sim ilar, 
a lth o u g h  th e  face of th e  w om an w as tu rn e d  to two different 
d irec tio n s  in  e a ch  set; doub le  triang le  w ith in  the  m ark s  ap p ear 
a n d  th e  p lacem en t of th e  m a rk s  w ith in  th e  triang le  were 
iden tica l. T he lead ing  c h a ra c te r is tic s  of the  two se ts  of labels 
b e a r  close resem b len ce  to  e a ch  o ther. It w as  righ tly  con tended  
by lea rn ed  c o u n se l for th e  ap p e llan t th a t  n e ith e r  the  R egistrar 
n o r  th e  lea rn ed  High C ourt Ju d g e , did co n sid e r th ese  m a tte rs  
closely, w ith  a  view to de te rm ine  w h e th e r  th e re  w ere a c ts  on 
th e  p a r t  of th e  1st re sp o n d en t, so a s  to c rea te  confusion  
a m o u n tin g  to a c ts  of u n fa ir  com petition  w ith in  the  m ean ing  
of th e  law. In  o rd er to de te rm ine  th e  ex istence  of un fair 
com petition , it w ould  n o t be a d e q u a te  to  co n sid e r only the 
form  in  w h ich  th e  p ro p o u n d ed  m a rk  is app lied  for, b u t  a
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c o n s id e rs tio n  o f th e  a c tu a l  u s e  of t h a t  m a rk , b e co m es 
n e c e s sa ry  in  given c irc u m sta n c e s ; th e  form  in  w h ic h  a  
p ro p o u n d ed  m a rk  is app lied  for, by  itself, m ay  look q u ite  
in n o cu o u s . It w ould  a p p e a r  to  m e th a t  b o th  th e  R eg is tra r  a n d  
th e  lea rn ed  H igh C ourt J u d g e  w ere in  e rro r  w h e n  th ey  looked  
a t  th e  p ro p o u n d ed  m a rk  only a n d  n o t i ts  u se r, th e  ev idence 
o f w h ic h  w a s  before  th em , in  com ing  to  th e  resp ec tiv e  
co n c lu s io n s  th ey  reach ed . H ad  th ey  looked a t  th e  u s e r  o f th a t  
m a rk  th ey  w ould  have u n h e s ita tin g ly  arrived  a t  a  d ifferen t 
con c lu sio n .

For th e  above re a so n s , I allow  th e  a p p e a l a n d  (a) se t 
a s id e  th e  ju d g m e n t of th e  H igh C ourt; (b) s e t  a s id e  th e  o rd er 
th e  2 nd resp o n d en t; a n d  (c) d irec t th e  2 nd re sp o n d e n t n o t to 
reg is te r  th e  p ro p o u n d ed  m a rk  n u m b e r  5 9 6 9 0  ‘FOBAS’. I 
fu r th e r  d irec t th e  l sl re sp o n d e n t to  pay  th e  a p p e llan t a  s u m  
of Rs. 2 5 ,0 0 0  a s  co s ts  of th is  appeal.

WIJETUNGA, J . - I agree.

WEERASEKERA, J . - I agree.

A p p ea l allow ed.


