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STASSEN EXPORTS LTD.

VS.

REGISTRAR OF PATENTS AND TRADE MARKS AND OTHERS

COURT OF APPEAL 
BALAPATABENDI, J AND 
IMAM, J 
CA 723/92(F)
D.C. COLOM BO 3263/SPL 
NOVEMBER 15TH 2004

Code of Intellectual Property Act, No. 52 of 1979, sections 172(2) and 182- 
Failure to file notice of opposition to the registration of eight trade marks - One 
action instituted - Seeking extension of time of tender notice of opposition 
rejected-Shouid there be one action or eight actions? -Civil Procedure Code, 
sections 8 and 36.

The p la in tiff-appe llan t failed to file to  file notice of opposition w ithin the 
prescribed tim e in the Registry o f the Registrar of Trade Marks; consequently 
application fo r tim e to  file oppossition had been rejected and the applications 
of the 2nd defendant respondent to registrar eight trade m arks were accepted 
and registered by the name "Rabea” . The plaintiff appellant instituted action 
under section 172(2) o f the Code of Intellectual Property Act to expunge the 
Trade M arks.The D istrict C ourt d ism issed the action on the basis that the 
plaintiff ought to have filed eight separate actions, but perm itted the plaintiff to 
file eight actions if he so desires.

On appeal -
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HELD:
(i) Any person aggrieved by any decision or order m ade by  the Registrar 

o f T rade M arks could com e to  court under the  provisions of section 
172(2) o r section 182 of the Code o f Intellectual Property Act. The 
procedure fo llowed by the p la in tiff was under section 172(2).

(ii) Both sections do not provide any specific procedure to  be followed 
in an appeal to  the D istrict C ourt aga inst the order.

(iii) W hen th e re  is no p rocedu re  la id  dow n, sec tion  8 o f th e  C iv il 
Procedure Code applies. In the absence o f any re ference to  the 
sum m ary procedure in the relevant section o f the Act, the application 
could be filed under regular procedure.

(iv) The procedure adopted was regular and the causes o f action which 
w ere  on the sam e T rade  M ark “ R bea" in respect o f the  e igh t 
applications registered w as between the sam e parties and could 
be united in one action.

Per Balapatabendi, J

“ In a situation of th is k ind the court should adopt a com m on sense approach 
not prohibited by law to  prevent m ultip lic ity o f actions - D istrict Judge could not 
have dism issed the action when he could have ordered separate trials, if any 
such causes o f action cannot be conveniently tried or d isposed together, in 
term s of section 36 of the C ivil Producre Code.

APPEAL from the judgm ent o f the D istrict C ourt o f Colombo.

Cases referred to :

1. GTE Directiories Lanka (Pvt) Ltd. vs. Mukthar Marikkar and another 
(1998) 3 Sri LR 180

2. Malhotra International (Pvt.) Ltd. vs. Anglo Asia Distributors and 
others (2003) 3 Sri LR 116

Shibly Aziz, PC. with Gomin Dayasiri fo r plaintiff appellant
P.A.D. Samarasekera, P.C. with Hiran de Alwis fo r 2nd defendant respondent
Eva Wanasundera, Deputy Solicitor General fo r 1st de fendant respondent

cur. adv. vult.
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Editors Note:

“ The Supreme Court on 30.05.2005 in S.C. Spl. LA 38/2005 dismissed the 
Special Leave to Appea! application.

January 30, 2005
J A G A T H  B ALAP ATA PEN D I, J .

S in c e  th e  A p p e lla n t - P e tition er - P laintiff - R e s p o n d e n t - R e sp o n d en t  
th e  S ta s s e n  E xports  Ltd. (h e re in a fte r re fe rre d  to  a s  p laintiff ap p e lla n t) h ad  
fa ile d  to  file  n o tice  o f o pp o s itio n  w ith in  th e  p re s c rib e d  tim e  in th e  reg is try  
of th e  R e g is tra r  o f T ra d e  M a rk s  c o n s e q u e n tly  th e  ap p lica tio n  fo r tim e  to  
file opposition h ad  b een  re jected  an d  th e  app lications of th e  2n d  respondent 
- re s p o n d e n t-  d e fe n d a n t (h e re in a fte r  re fe rre d  to  a s  2 n d  D e fe n d a n t-  
R e s p o n d e n t) to  re g is te r e ig h t T ra d e  M a rk s  b y  th e  n a m e  -

“ R a b e a ” w e re  re g is te re d  a n d  g a z e tte d  b y  th e  R e g is tra r of T ra d e  
M a rk s . T h e re a fte r , th e  p la in tiff-a p p e lla n t h a d  ins titu ted  a n  ac tio n  in th e  
District C o u rt of C o lo m b o  in te rm s  of th e  p ro c e d u re  laid  d o w n  in th e  C o d e  
of In te llec tu a l P ro p e rty  A c t, N o . 5 2  o f 1 9 7 9 .

T h e  Plaintiff - ap p e llan t in his p laint d a te d  1 st M arch  19 9 1 , h ad  a lleg ed  
inter alia th a t h e  m o v e d  for ex ten s io n  of tim e  to  te n d e r notice  of opposition  
to  th e  R e g is tra r, but th e  R e g is tra r  (th e  first re s p o n d e n t - re s p o n d e n t - 
d e fe n d a n t fa ile d  to  co n s id e r th e  ap p lic a tio n s  for e x te n s io n  of tim e  an d  
n e g le c te d  to  re p ly  th e  P la in tiff -a p p e lla n t fo r th e  sa id  ap p lic a tio n s  m a d e .  
Further, h e  h a d  a lle g e d  th a t h e  is th e  re g is te re d  p ro p rie to r o f th e  T ra d e  
M a rk  N o . 4 0 8 4 9  S p ring  B ran d  (w h ich  in A rab ic  la n g u a g e  is R a b e a ”) T h u s , 
th e  purpo rted  reg is tration  an d  p la c e m e n t of e ig h t ap p lica tio n s  in th e  n a m e  
of th e  2 n d  d e fe n d e n t - re s p o n d e n t in th e  R e g is te r  o f T ra d e  M a rk s  w a s  
w ro n g fu l, u n law fu l a n d  w a s  m a d e  w ith o u t co m p ly in g  w ith  th e  p ro c e d u re  
laid  d o w n  in th e  sa id  A ct, A lso , h e  h a d  a lle g e d  th a t th e re  w a s  tra v e s ty  o f 
ju s tic e  a s  h e  w a s  n o t g iv e n  a n  o p p o rtu n ity  to  file  n o tice  of opp o s itio n  a n d  
right o f h e a rin g  to  th e  sa id  e ig h t a p p lic a tio n s  of th e  2 n d  d e fe n d a n t - 
re sp o n d en t. H e n c e  h e  h a d  p ra y e d  fo r th e  fo llow ing  :-

(i) a  d e c la ra tio n  to  e x p u n g e  th e  sa id  m a rk s  4 7 7 1 1 ,4 7 7 1 2 ,  4 7 7 1 3 ,
4 7 7 1 4 .4 7 7 1 5 .4 7 7 1 6 .4 7 7 1 7  an d  4 9 3 0 5  from  th e  R eg istrar of T ra d e  

M a rk s .

(ii) a  d ec la ra tio n  th a t a  fresh  inquiry b e  h e ld  into app lica tion  re la ting  to  
th e  reg is tra tio n  o f th e  sa id  m a rk s  4 7 7 1 1 , 4 7 7 1 2 ,  4 7 7 1 3 ,  4 7 7 1 4 ,
4 7 7 1 5 .4 7 7 1 6 .4 7 7 1 7  a n d  4 9 3 0 5 .
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(iii) a  d e c la ra tio n  th a t th e  P e titio n e r h a s  th e  right to  file  o b jec tio n s  an d  

p a rtic ip a te  a t th e  fre s h in q u iry .

(iv) to  s e t a s id e  th e  d e c is io n  of th e  1s t R e s p o n d e n t to  re g is te r th e  

m a rk s  4 7 7 1 1 , 4 7 7 1 2 ,  4 7 7 1 3 ,  4 7 7 1 4 ,  4 7 7 1 5 ,  4 7 7 1 6 ,  4 7 7 1 7  a n d  

4 9 3 0 5  in th e  n a m e  of 2 n d  re s p o n d e n t.

(v) fo r co sts , a n d

(vi) fo r su ch  o th e r a n d  fu rth e r re lie f a s  Y o u r H o rlo u rs  c o u rt sh a ll s e e m  

fit.

A t th e  tria l in th e  D is tric t C o u rt a  p re lim in a ry  o b je c tio n  h a d  b e e n  

ra is e d  b y  th e  2 n d  D e fe n d a n t-R e s p o n d e n t th a t “ in s te a d  o f filing  e ig h t  

a p p lic a tio n s /a c tio n s  in C o u rt, th e  p la in tiff-a p p e lla n t h a d  ins titu ed  a  s in g le  

a p p lic a tio n /a c tio n  fo r e ig h t d iffe ren t re g is tra tio n  of T r a d e  M a rk , h e n c e  th e  

a p p lic a tio n /a c tio n  sh o u ld  b e  d is m is s e d  a s  it is b a d  in law . T h e  le a rn e d  

D istric t J u d g e  u p h e ld  th e  p re lim in a ry  o b je c tio n  a n d  d is m is s e d  th e  ac tio n  

of th e  p la in tiff - a p p e lla n t, a n d  fu rth e r h e ld  th a t “ if th e  p la in tiff -a p p e lla n t  

s o  d e s ire s  h e  co u ld  te n d e r  e ig h t d iffe re n t a p p lic a tio n s /a c tio n s  to  court".

T h e  a p p e a l b e a rin g  N o . 7 3 2 /9 2  is p re fe rre d  b y  th e  p la in tiff-a p p e lla n t  

a g a in s t th e  o rd e r u ph o ld in g  th e  p re lim in a ry  o b jec tio n  a n d  d is m iss a l o f th e  

ac tio n , th e  a p p e l b e a r in g  N o . 7 3 3 /9 2  is p re fe rre d  b y  th e  2 n d  d e fe n d a n t-  

re s p o n d e n t a g a in s t th e  o rd e r p erm ittin g  th e  p la in tiff- a p p e lla n t to  file  e ig h t 

d iffe ren t a p p lica tio n s /ac tio n s .

A t th e  h e a r in g  o f th e  a p p e a l c o u n s e l fo r  th e  p la in tif f -a p p e lla n t  

c o n te n d e d  th a t th e  ac tio n  in th e  D istric t C o u rt w a s  in re la tio n  to  o n e  T ra d e  

M a rk  b y  th e  n a m e  “ R a b e a "  on w h ich  e ig h t a p p lic a tio n s  h a v e  b e e n  m a d e  

to  th e  R e g is tra r  of T ra d e  M a rk s  b y  th e  2 n d  d e fe n d a n t-re s p o n d e n t, a n d  

w e re  re g is te re d  in e ig h t d iffe re n t c la s s ific a tio n s , su ch  a s  :- S e rv ic e s  of 
e d u c a tio n  a n d  e n te r ta in m e n t, s e rv ic e s  of m a te r ia l tre a tm e n t, s e rv ic e s  of 

transport an d  s to rage , se rv ices  of co m m u n ica tio n , se rv ic es  of construction  

an d  repair, serv ices  of advertis in g  an d  financ ia l a n d  u n d e r th e  c lassification  

of g oo ds-Tea, there fore  the registration carry different n um bers . T h e  question  

to  b e  d e te rm in e d  in th e  ac tio n  b e fo re  th e  D is tric t C o u rt w a s  b e tw e e n  th e  

s a m e  p arties  on th e  identica l iss u e  in re s p e c t of a  T ra d e  M a rk  ca rry ing  th e  

n a m e  “R a b e a " . T h e  sa id  action  filed  w a s  in te rm s  of th e  C o d e  of In te llec tua l 
P ro p e rty  A ct u n d e r th e  p ro v is io n s  of th e  S e c tio n  1 7 2 (2 )  p ra y in g  fo r a
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d ec la ra tio n  to  rectify  th e  R e g is te r b y  ex p u n g in g  en tries  s a n c tio n ed  b y  th e  

R e g is tra r u n d e r th e  sa id  A c t. H e  fu rth e r c o n te n d e d  th a t, th e re  is no  

p ro c e d u re  laid  dow n  an d  no  re fe re n c e  to  c a u s e s  of ac tio n  w ith in  w h ich  a  

p a rty  h a s  to  bring  a  c a s e  u n d e r th e  C o d e  of In te llec tu a l P ro p e rty  Act 

unlike  in th e  C iv il P ro c e d u re  C o d e . T h e  o n ly  p ro c e d u re  to  b e  fo llo w e d  is 

u n d e r th e  p ro vis ions of sectio n  1 7 2 (2 )  o f th e  sa id  Act.

H e  re ferred  to th e  provisions of section 1 7 2 (2 ), w hich  sta tes as follows  

S u b je c t a n d  w ith o u t p re ju d ic e  to  o th e r p ro v is ions of th is C o d e  a ) “ th e  

C o u rt m a y  on th e  ap p lica tio n  in th e  prescribed manner of a n y  p ers o n  

a g g rie v e d  b y  th e  n o n -in s ertio n  in o r o m iss io n  from  a n y  reg is ter, of an y  

entry, o r b y  a n y  e n try  m a d e  in a n y  re g is te r w ith o u t su ffic ien t c a u s e  o r by  

a n y  en try  w ro n g ly  re m a in in g  in a n y  reg is ter, or by a n y  erro r o r d e fe c t in 

a n y  e n try  in a n y  reg is ter, m a k e  such  o rd e r fo r m a k in g , e x p u n g in g , or 

va ry in g  such  entry , a s  it m a y  th in k  fit."

H is  co n ten tio n  w a s  th a t th e  “p re s c rib e d  m a n n er"  re fe rre d  to in th e  

a b o v e  section , h as  not b e e n  p rescrib ed  up to  d a te , h e n c e  th e  action  under 

sectio n  1 7 2 (2 )  is sui-juris. W h e n  th e re  is a n  a b s e n c e  of la id  d o w n  ru les, 

re g u la tio n s  a n d  p ro c e d u re  in th e  sa id  Act, th e  p ro c e d u re  to b e  fo llo w ed  is 

the procedure laid dow n in the Civil P rocedure  C o d e . Thus, the eight different 

c a u s e s  of ac tio n  cou ld  b e  b ro ug h t an d  d e te rm in e d  in o n e  ac tion  s in ce  th e  

d ispute is b e tw e e n  th e  s a m e  parties an d  on the s a m e  T ra d e  M a rk  “R a b e a ”. 

A lso , th e re  is no  re q u ire m e n t th a t s e p a ra te  a p p lic a tio n s /a c tio n s  m u st be  

filed  in C o u rt in resp ec t of e a c h  ap p lica tion  m a d e  to th e  R e g is tra r of T ra d e  

M ark, an d  all eight applications could b e  conso lidated  and  attend ed  together 

in o n e  ac tio n  in th e  in te res t of ju s tic e , e x p e d ie n c y  an d  c o n v e n ie n c e . 

T h e re fo re  th e  o rd er m a d e  by th e  lea rn ed  District Ju d g e  w as  erro n eo u s  and  

w ith o u t a n y  ra tio n a l jus tifica tion .

T h e  contention  of th e  counsel for th e  D e fe n d a n t-re s p o n d e n t w a s  that 

th e  said e ight app lications w e re  ac ce p te d , se para te ly  reg is tered , se para te ly  

a d v e rtis e d  an d  p u b lis h e d  in G o v e rn m e n t G a z e tte s . T h u s  th e  ac tion  filed  

by th e  p la in tiff-a p p e lla n t in th e  D istric t C o u rt p ray in g  for a  d e c la ra tio n  to  

se t a s id e  th e  reg is ta tion  of th e  T ra d e  M a rk  of e ig h t d iffe ren t c la s s e s s  in 

o n e  a p p lic a tio n /a c tio n  w a s  b a d  in law ; h e n c e  th e  o rd e r of th e  le a rn e d  

D istrict J u d g e  w a s  a  co rrec t o rd e r w h ich  cou ld  h a v e  m a d e  in Law .
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T h e  D e p u ty  Solicitor G e n e ra l h ad  in form ed C o u rt th a t n o  subm iss ions  

w ill b e  m a d e  on b e h a lf  o f th e  1 s t D e fe n d a n t - re s p o n d e n t th e  R e g is tra r  of 
T ra d e  M a rk s , a n d  th a t s h e  w o u ld  a b id e  b y  w h a te v e r  o rd e r m a d e  b y  C o u rt.

It is a p p a re n t th a t th e  question  to  b e  d e c id e d  in th is  a p p e a l is w h e th e r  

th e  p ro c e d u re  a d o p te d  b y  th e  p la in tiff-a p p e lla n t in th e  D istric t C o u rt u n d e r  

sectio n  1 7 2 (2 )  o f th e  C o d e  o f In te lle c tu a l P ro p e rty  A c t w a s  v a lid  in law .

A n y  p erson  a g g rie v e d  b y  a n y  d ecis ion  o r o rd er m a d e  b y  th e  R e g is tra r  

of T ra d e  M a rk s  co u ld  c o m e  to  C o u rt u n d e r th e  p ro v is io n s  o f s e c tio n  

1 7 2  (2 )  o r sec tio n  1 8 2  o f th e  s a id  A c t.

B o th  s e c tio n s  d o  n o t p ro v id e  a n y  s p e c ific  p ro c e d u re  to  b e  fo llo w e d  

in a n  a p p e a l to  th e  D is tric t C o u rt a g a in s t th e  o rd e r  o f th e  R e g is tra r , th e  

“P re sc rib e d  m a n n e r” re fe rred  to  in sectio n  1 7 2 (2 )  h a d  not b e e n  p res crib ed  

in th e  A c t o r in a n y  G a z e tte  n o tifica tio n . W h e n  th e re  is n o  p ro c e d u re  la id  

d o w n  fo r such  a n  a p p lic a tio n /a c tio n  th e  s e c tio n  8  o f th e  C iv il P ro c e d u re  

C o d e  e n a c ts  th a t S a v e  a n d  e x c e p t in a c tio n s  in w h ich  it is b y  th is  

O rd in a n c e  s p e c ia lly  p ro v id e d  th a t p ro c e e d in g s  m a y  b e  ta k e n  b y  w a y  of 
s u m m ary  procedure , e v e ry  action  shall c o m m e n c e  an d  p ro cee d  by a  course  

of re g u la r p ro c e d u re , a s  h e re in a fte r  p res crib ed . “ T h u s , I a m  o f th e  o p in io n  

th a t in th e  a b s e n c e  of a n y  re fe re n c e  to  th e  s u m m a ry  p ro c e d u re  in th e  

re le v a n t sec tio n  of th e  sa id  A ct, th e  a p p lic a tio n /a c tio n  co u ld  b e  filed  u n d e r  

re g u la r  p ro c e d u re . It is a p p a re n t  th a t th e  p la in tiff-a p p e lla n t h a d  in s titu ted  

th e  ac tio n  rightly  b y  th e  p la in t d a te d  1s t M a rc h  1 9 9 1  w a s  c o rre c t u n d e r  

re g u la r  p ro c e d u re , (vide the decisions ofG.T.E. Directories Lanka (Pvt) 
Ltd vs. Mukthar Marikkar and othersl1> and Malhotra International (Pvt) 
Ltd. vs Anglo Asian Distributors and others<2>

It is to  b e  n o te d  th a t in th e  in s tan t ac tio n  th e  p la in tiff-a p p e lla n t h a d  

so u g h t inter alia a d e c la ra tio n  to  e x p u n g e  th e  T ra d e  M a rk  - “ R a b e a ” in 

re s p e c t o f e ig h t a p p lic a tio n s  re g is te re d  in th e  re g is te r  o f T ra d e  M a rk s . I 
a m  of th e  v ie w  th a t a s  th e  p ro c e d u re  a d o p te d  b y  th e  p la in tiff a p p e lla n t w a s  

re g u la r p ro c e d u re  a n d  th e  c a u s e s  of ac tio n  w h ich  w e re  on  th e  s a m e  T ra d e  

M a rk  “R a b e a ” in re s p e c t o f th e  e ig h t ap p lic a tio n s  re g is te re d  w a s  b e tw e e n  

th e  s a m e  p a rtie s  co u ld  b e  u n ite d  in o n e  a c tio n .

F urther, in a  s ituation  o f th e  k ind , th e  C o u rt sh o u ld  a d o p t a  c o m m o n  

s e n s e  a p p ro a c h  not p ro h ib ite d  b y  law , to  p re v e n t m u ltip lic ity  o f a c tio n s .
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H o w ever, h av in g  co n sidered  th e  fac ts  an d  c irc u m sta n c es  of th e  ca se  

th e  le a rn e d  D istric t J u d g e  cou ld  not h a v e  d is m is s e d  th e  ac tio n  of th e  
Plaintiff -  ap p e llan t, w h e n  h e  cou ld  h a v e  o rd ere d  s e p a ra te  tnais  if an y  such  

c a u s e s  of ac tio n  c a n n o t b e  c o n v e n ie n tly  tried  o r d is p o se d  to g e th e r, in 

te rm s  of sectio n  3 6  of th e  C ivil P ro c e d u re  C o d e .

F or th e  reason s  m entio ned  ab o ve , I set as id e  the O rd e i of the iea m ed  
District J u d g e  d a te d  0 8 .1 2 .1 9 9 2  on th e  p re lim in a ry  ob jec tio n s  ra ised  with  
costs  o f R s . 1 0 ,0 0 0 .

In v iew  of th e  a b o v e  m e n tio n e d  order, it is n e e d le s s  to m a k e  an  o rder 
in th e  c o n n e c te d  a p p e a l b earin g  N o . 7 3 3 /9 2

IM A M , J . - 1 a g re e  

Appeal allowed.


