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Intellectual property - Infringement o f a patent - Action for injunction under 
section 179 o f the Code o f Intellectual Property Act. No. 52 o f 1979 - Right 
of assignee o f a registered patent.

The plaintiff filed action against the defendant for alleged infringement 
of his rights as the registered owner of patent No. 10694. This patent was 
for a product called “SAFE T PACK" a container used for packing tea as 
a cost effective alternative to plywood chest. The inventor of the patent, 
one Caderamenpulle had a dispute with the defendant and upon an 
action filed by him (the inventor) the High Court (Commercial) Colombo 
directed the Registrar of Patents to enter his (the inventor's) name as the 
registered owner of the patent. Caderamenpulle assigned his rights to the 
plaintiff on 13. 05. 1999 which assignm ent was recorded in the Register 
of Patents.

The plaintiffs action was instituted on 13. 12. 1999 in terms of section 
179 of the Code of Intellectual Property Act, No. 52 of 1979 (“the Code") 
alleging that the defendant was infringing the plaintiffs rights by 
m anufacturing and selling products, exploiting the patent registered in 
the name of the plaintiff and seeking an injunction from the High Court 
(Commercial) Colombo against the defendant restraining him from 
continuing to infringe the rights of the plaintiff.

The plaintiff had, before the assignm ent of the patent was registered with 
the Registrar in his favour, instituted an action against E. I & M (Pvt) in 
terms of section 57 of the Code that the industrial design No. 5469 is null 
and void. That action was instituted by the plaintiff under section 57 
of the Code as a  person “showing a legitimate interest to have the 
declaration declared null and void."
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Held :
1. After the assignment of the patent was recorded in the register, the 
plaintiff had all the rights of the proprietor of a patent and was entitled 
to file an  action for an injunction under section 179 of the Code.

2. When the action against E. I & M (Pvt) Ltd. was filed by the plaintiff 
in terms of section 57 of the Code for a  declaration tha t the registration 
of the industrial design was null and void, the plaintiff was not the 
registered owner of the industrial design. As such the plaintiffs failure 
to seek an injunction at the stage did not bar his right to seek an 
injunction under section 179 in the present action.

3. An infringement of an  intellectual property is a continuous act giving 
a recurring cause of action; hence the plaintiffs right to seek an  
injunction under section 179 was not precluded by delay.
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The plaintiff-petitioner (hereinafter referred to a s  the  
plaintiff) instituted action against the defendant-respondent 
(hereinafter referred to a s  the defendant) seek ing to enforce h is  
rights a s  the registered owner of patent No. 10694. This patent 
w as for a product called ‘SAFE T PACK', a  container u sed  for 
packing tea as a cost effective alternative to plywood ch est, a s  
‘containers’ for the export of tea. The p la in tiffs position
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w a s th a t th e se  r igh ts w ere a ss ig n e d  to him  by one  
Mr. C aderam anapulle a s  the inventor of the patent in 
question . The plaintiff c la im s that the assignm ent was 
recorded with the Registrar of Pa ten ts on 13 .05 . 1999 in terms 
of section  84  of the Code of Intellectual Property Act, No. 52 of 
1979. It is com m on ground that before the plaintifTbecame the 
registered owner of the patent upon an assignm ent in May 
1999, there had been a dispute betw een the defendant and the 
original inventor of the patent. The original inventor had filed 
action in the High Court (Commercial) of Colombo moving for 
an  order declaring him  to be the registered owner of the said 
patent. The High Court (Commercial) of Colombo, by order 
dated 15. 08. 1997, had directed the Registrar of Patents and 
Trade Marks to enter the nam e of the inventor as the registered 
owner of the patent.

According to the plaintiff, the defendant w as infringing the 
rights of the plaintiff by m anufacturing and selling products, 
exploiting the patent registered in the nam e of the plaintiff. 
This action w as institu ted on 13. 12. 1999 in the High Court 
(Commercial) of Colombo, seek ing to injunct the defendant 
from continu ing to infringe the rights of the plaintiff.

Learned High Court Ju d ge d ism issed  the p la in tiffs  
application for an  interim  injunction on three preliminary 
grounds raised by the defendant.

W hen th is m atter w as taken up  for hearing, learned 
C ounsel for the plaintiff and the respondent agreed that the 
appeal could be decided on the b asis  of three(3) preliminary 
m atters on w hich the learned High Court Judge refused the 
application for an interim  injunction. These 3 m atters are as  
follows:

A. w hether the plaintiff a s an assignee can seek  relief 
in term s of section. 179 of the Code of Intellectual 
Property Act?



sc St. Regis Packaging (Pvt) Ltd. v. Ceylon Paper Sacks Ltd.
(Bandaranayake, J.)_______

3 9

B. w hether the plaintiff can  m aintain  the present action  
for an  interim  injunction in  view o f the proceedings 
already instituted by it against the Com pany for 
declaration of nullity of an  industrial design?

C w hether the plaintiff is  precluded from obtaining  
an interim  in ju n ctio n  in  v iew  o f the d elay  in  
invoking the jurisdiction of the High Court?

I would now proceed to exam ine the above m entioned  
three(3) grounds.

A. W hether th e p la in tiff as an a ssign ee  can seek  relief  
in  term s o f  sec tio n  1 7 9  o f  th e  Code o f  In te llectual 
Property Act?

Learned President’s  C ounsel for the plaintiff subm itted  
that, by operation  of law, an  a ss ig n e e  cou ld  in stitu te  
proceedings as the registered owner o f a  patent.

Learned counsel for the defendant, how ever contended  
that the rights of an  owner of a patent and an  assigneee o f a 
patent are separately dealt w ith, in the Code of Intellectual 
Property Act of 1979. In support of h is contention  learned  
counsel for the defendant, relied on  section  147 of the Code, 
where it sta tes that,

“Any person who wilfully infringes the rights of any  
registered  ow ner, a s s ig n e e  or lic e n se e  of a  p a ten t  
shall be . . .”

Learned counsel for the defendant subm itted that sin ce  
section  147 of the Code m akes specific reference to an  owner, 
assignee and a licensee separately, section  179 could not 
apply to an  assignee in the absence of a  specific reference to an  
assignee in that provision. His position  is  that, section  179 of 
the Act is  limited only to a registered owner o f a  patent, and as  
the plaintiff is only an  assignee, he cannot have any recourse  
to it.
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Section 179 of the Code of Intellectual Property Act deals 
w ith infringem ent proceedings of industrial design, patent or 
m ark and refers to the ‘registered owner’ as the person who 
could claim  that there is such  an infringement. The question  
therefore is w hether the words, ‘registered owner-, in section  
179 of the Code, include an assignee of a patent.

S e c tio n  84(1) o f the Code p rov id es for a paten t  
application or patent to be assigned or transm itted to another 
person. Referring to the m eaning of assignm ent, learned 
President’s  C ounsel relied on P. Narayanan, (Patent Law, 
3 rd edition, Pg. 219), who has stated that,

“. . . In Patent Law the term m eans an act of patentee by 
w hich the patent rights are wholly or partly transferred to 
the assign ee  who acquires the right to prevent others from 
m aking, using, exercising or vending the invention.

A legal assignee is entitled to have his name entered in the 
register of patents as the proprietor of the patent and can 
thereafter exercise all the rights of the proprietor of a patent 
(em phasis added)

D iscu ssin g  the sale of intellectual property rights and the 
distinct features betw een an assignm ent and licensing, Hilary 
Pearson and Clifford Miller have clearly explained the basic 
features of an  assignm ent:

“. . . assignm ent is the transfer of the ownership, so that 
after the transfer the original owner is now him self 
excluded from u sin g  the property u n less the new owner 
g iv es  h im  a license"  (C om m ercial E xp lo ita tion  of 
Intellectual Property, 1990, pg. 343).

According to W.R. Cornish, ‘an assignm ent is in essence  
a transfer of ow nership’ (Intellectual Property : Patents, 
Copyright, Trade Marks and Allied Rights, 4 th edition, 1999, 
pg. 465).
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An assignm ent in term s section  84(1) of the Code would  
thus pave the way for an  assignee to get into the position  o f the  
“registered owner” o f a  patent, industrial design  or mark.

Section 84(2) o f the Code h as m ade it necessary  for a  
person, who had becom e entitled by assignm ent to a patent, 
to apply to the Registrar in the prescribed m anner in  order to 
have su ch  assignm ent recorded in  the Register. Section  84(4) 
of the Code sta tes that,

“No su ch  assignm ent or transm ission  shall have effect 
against third parties u n le ss  so  recorded in  the register”.

The cum ulative effect of th ese  provisions is  that w h en  the  
assignm ent is so recorded in the Register, the a ssign ee  would  
be entitled to enter h is nam e in  the Register a s  a proprietor of 
the patent. In term s o f section  179 of the Act, the registered  
owner h as the right to seek  an  injunction to restrain any  
person from com m itting or continu ing an  infringem ent of the  
patent. Hence an  assign ee  who h as becom e entitled to the  
rights of a registered owner w ould be in a position  to seek  relief 
in term s of section  179 of the Code of Intellectual Property Act.

B. W hether th e  p la in tiff can m ainta in  th e  p resen t action  
for an in terim  in ju n ction  in  view  of. th e  proceedings  
already in stitu ted  by it  against th e  Com pany for 
declaration o f  n u llity  o f  an industrial d esign ?

The respondent contended that as the plaintiff had not 
sought an injunction against E. I & M (Pvt.) Ltd., the plaintiff 
is not entitled to an interim  injunction in th ese  proceedings. It 
is  com m on ground that the plaintiff had filed action against E. 
I & M (Pvt.) Ltd., seek ing a declaration that the industrial 
design Registration No. 5 4 6 9  is  null and void. E. I & M (Pvt.) 
Ltd., h as been identified a s  an  agent of the respondent. The 
position taken up by the respondent is that as the plaintiff had  
not sought any relief by way of an  injunction against E. I & M 
(Pvt.) Ltd., who had been  described by the plaintiff a s an  agent
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of the defendant, the plaintiff is not entitled for an interim  
injunction in these proceedings.

As correctly contended by learned President’s Counsel for 
the plaintiff, the institution of proceedings for an injunction is 
governed by section  179 of the Code of Intellectual Property Act 
of 1979. In term s of section  179, it is only a ‘registered owner’ 
who would be eligible to m ake an application for an injunction. 
With regard to the industrial design in question it is common  
ground that the plaintiff w as at the time of the aforesaid action  
not the registered ow ner o f  the Industrial Design. Therefore it 
w as not possible for the plaintiff to institute proceedings for an 
interim  injunction in term s of section 179 of the Code, until he 
becam e the registered owner of the said industrial design.

Learned counsel for the defendant contended that this 
action is  regulated by the provisions of the Civil Procedure 
Code. His subm ission  w as that the plaintiff could have had 
recourse to the provisions of the Civil Procedure Code which  
deals w ith injunctions. He contended that section 181 (4) of the 
Code further strengthens h is position, as it provides that,

“The provisions of the Judicature Act and the Civil
Procedure Code shall apply to every application for an
injunction m ade to the Court under th is Code.”

Learned counsel for the defendant accordingly subm itted  
that the contention of learned President’s C ounsel for plaintiff 
that the plaintiff could not ‘as a m atter of law’ obtain any 
‘interim  relief w hatsoever’ cannot be sustained .

Section 181(4) of the Code of Intellectual Property Act, no 
doubt provides for the Judicature Act and the Civil Procedure 
Code, to be applicable to every application for an injunction. 
However, it m u st be noted that an  application for an injunction  
h as to be m ade under the Code of Intellectual Property Act, as 
specifically stated in section  181(4). Therefore the substantive  
right to institu te proceedings would be as provided for in the
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Code of Intellectual Property Act of 1979. The jurisd iction  of 
the Court empowered to grant su ch  relief and the procedure 
therefor would be governed by the Judicatu re Act and the Civil 
Procedure Code.

As m entioned earlier, the plaintiff w as not the registered  
owner of the industrial design  in  question  and therefore he w as  
not in a position to apply for an  injunction. The plaintiff until 
the assignm ent in h is favour w as recorded in  the Register had  
instituted action No. H C /C iv il/2 1 /99 (3 ) against E. I & M (Pvt.) 
Ltd., in term s o f section  5 7  o f the Code. Section  57  o f the Code 
provides that,

“The Court m ay on the application o f any person show ing  
a legitim ate interest, . . . declare the registration of the  
industrial design  null and void . . . ”

Learned President’s  C ounsel for the plaintiff subm itted  
that the plaintiff had institu ted  the above m entioned action  
No. H C /C iv il/2 1 /99(3) against E. I & M (Pvt) Ltd., a s  a  person  
“showing a legitim ate interest to have the registration declared  
null and void.”

In these circum stances, I am  of the view  that the failure to 
obtain an interim injunction in the action  against E. I & M (Pvt.) 
Ltd., does not d isentitle the plaintiff to an  injunction against 
the defendant in the present action.

C. W hether th e p la in tiff is  precluded  from  obtain ing an 
in terim  in junction  in  v iew  o f  th e  delay  in invok ing th e  
jurisd iction  o f  th e  High Court?

Learned counsel for the defendant subm itted that a 
cautionary notice w ith regard to the patent in question  w as  
published on 10th November 1998  and even  at that tim e the  
plaintiff w as well aware o f the fact that the defendant w as  
m anufacturing and m arketing the product know n as ‘SAFE T 
PACK’. His su bm ission  is that the plaintiff had waited for
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alm ost thirteen (13) m onths after the cautionary notice, to 
seek  an  interim  injunction. The position taken up by learned 
President’s C ounsel for the plaintiff is that he becam e the 
registered owner of the patent, upon assignm ent, only on 
13. 05. 1999 and had instituted th is action on 03. 12. 1999. 
He further contended that an  infringement of an intellectual 
property  righ t is  a co n tin u in g  act and every act of 
infringem ent, constituted a fresh cause of action. In his view 
w hat is n ecessa iy  is, to establish  a prima facie case of 
infringem ent of an intellectual property right and that would 
enable a person to obtain an interim injunction under section  
179 of the Code of Intellectual Property Act. In support of his 
argum ent, learned President’s Counsel for the plaintiff relied 
on Holiday Inns Inc. v.AnnamalaiMutthapa and others1'1 where 
it w as held that,

“Furthermore, since the acts of the defendants were 
continuing acts, the question of delay did not arise" 
(em phasis added).

It is settled law that an infringem ent of an intellectual 
property right is a continuing act w ith every act of infringement 
giving rise to a fresh cause of action. Injunctions are the only 
rem edy available to prevent su ch  continu ing  action of 
violation. In Bengal Waterproof Ltd., u. Bombay Waterproof 
Manufacturing Company and another121, it w as held that.

“. . . It is obvious that su ch  infringem ent of a registered 
trade m ark carried on from time to time would give a 
recurring cau se  of action to the holder of the trade mark 
to m ake a grievance about the sam e and similarly such  
im pugned passin g  off actions also would give a recurring 
cau se  of action to the plaintiff to m ake a grievance about 
the sam e and to seek  appropriate relief from the Court 
. . . Therefore, w hether the earlier infringement has 
continued or a new  infringem ent h as taken place, cause of 
action for filing a fresh su it would obviously arise in
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favour of the plaintiff who is  aggrieved by su ch  fresh  
infringem ents . . . ”

In the circum stances, I do not see  any m erit in the ground  
of objection based  on  und ue delay.

For the aforem entioned reasons, the Order of the High 
Court (Commercial) of Colombo is  set aside and th is m atter is 
sent back for inquiry into the p lain tiffs application for an  
interim injunction. In all the c ircum stances there will be no  
costs.

S.N. SILVA, CJ. - I agree.

PERERA, J . - I agree.

Appeal allowed.


